
ttorney Docket 66,291^0 (ABB Ref. 8246) ^ """^^^^/C^/P^ ^TD^ 

No - 08/973 - 305 (tickd^ 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE /d//Dfi)2>. 

Leijon et al. *o 

08/973,305 Art Unit: 2834 %, <T> "J 

04/09/1998 Examiner: B. Mullins ?■> ~ J ^ ^ 

HIGH VOLTAGE AC MACHINE WITH GROUNDED NEUTRAL C£ ^ 

CIRCUIT A 



CP 

O 
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» 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

SECOND SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 
SUBMITTED WITHOUT COPIES OF INFORMATION 
DISCLOSURE STATEMENT CITATIONS PURSUANT TO 
DECISION ON PETITION UNDER 37 C.F.R. 1.183 
SEEKING WAIVER OF REQUIREMENTS UNDER 37 C.F.R. 1.98 

Dear Sir: 

Pursuant to 37 C.F.R. § 1.56, the attention of the Patent and Trademark Office is 
hereby directed to the reference listed on the attached PTO Form- 1449, a second addendum 
to the previous PTO Forms- 1449 filed in this application. A copy of the reference set forth 
on the attached addendum PTO Form-1449 has been filed with the Office on May 9, 2002 in 
accord with the terms of the Office's Decision on Petition (copy attached). 

The above information is presented so that the Patent and Trademark Office may, in 
the first instance, determine any materiality thereof to the claimed invention. See 37 C.F.R. 
§§ 1.104(a) and 1.106(b) concerning the PTO duty to consider and use any such information. 
It is respectfully requested that the information be expressly considered during the 
prosecution of this application, and that the references be made of record therein and appear 
among the "References Cited" on any patent to issue therefrom. 
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I hereby certify that this Second Supplemental Information Disclosure Statement is being deposited 
with the United States Postal Service as Express Mail Post Office to jiddressee, postage prepaid, addressed to 
Assistant Commissioner for Patents, Washington, D.C. 20231 on thiy fo of September, 2002. 
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^ Attorney Docket 66,29 1 - 1 60 (ABB Ref. 8246) 

Serial No. 08/973,305 



Pursuant to the Decision on Petition dated December 1, 1999, which was filed in U.S. 
Patent Application No. 09/147,325 (the holding application), the requirement for the 
submission of a copy of each Information Disclosure Statement citation is waived provided 
that the conditions set forth in paragraphs 1-8 (pages 8-10) of the Decision on Petition are 
met. 

The following conditions set forth in the Decision on Petition are believed to have 
been met: 

1 . Three paper copies of each Information Disclosure Statement citation on the 
attached addendum PTO Form- 1440 has been supplied to the U.S. Patent and Trademark 
Office (on May 9, 2002). 

2. This application (the bulk filing application) for which the waiver is desired is 
related to the above-identified holding application, U.S. Patent Application No. 09/147,325. 

3. The information herein has been cited in the above holding application. 

4. A copy of the Decision on Petition granting the waiver is attached hereto. 

5. At present, no explanatory information related to any particular citation has 
been submitted in the holding application except for transactions of foreign language 
references, if applicable. 

6. As of the time of this filing, the Office has not terminated the waiver grant, 
nor has the Applicant terminated or withdrawn its assent to the waiver. 

7. The holding application is co-pending herewith. 

8. The paper copies of the references cited herein are believed to be contained (or 
will be contained) in a series of official digests established by the Office which is noted in the 
Decision on Petition. 

Please consider and enter into the record the citations on the attached Form PTO- 
1449. Please charge any fees to Deposit Account No. 04-2223. 
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Respectfully submitted, 



Date: September lP>, 2002 




Min W. Rees, Reg. No. 38,278 
.Ernest E. Helms, Reg. No. 29,721 
USPTO Customer No. 26127 
Dykema Gossett PLLC 
39577 Woodward Avenue, Suite 300 
Bloomfield Hills, MI. 48304-2820 
(248) 203-0832 
j rees@dykema. com 

John P. Deluca, Reg. No. 25,505 

Dykema Gossett PLLC 

Franklin Square, Third Floor West 

1300 I Street N.W. 

Washington, DC 20005-3535 

(202) 522-8626 

j deluca@dykema. com 
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•EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not 
considered. Include copy of this form with next communication to applicant. 
1 Applicant's unique citation designation number (optional). 2 See Kinds Codes of USPTO Patent Documents a t www.uspto.oov or MPEP 901.04. 3 Enter 
Office that issued the document, by the two-letter code (WIPO Standard ST.3). Por Japanese patent documents, the indication of the year of the reign of the 
Emperor must precede the serial number of the patent document. Kin9 of document by the appropriate symbols as indicated on the document under WIPO 
Standard ST. 16 if possible. Applicant is to place a check mark here if English language Translation is attached. 



Burden Hour Statement: This form is estimated to take 2.0 hours to complete. Time will vary depending upon the needs of the individual case. Any comments 
on the amount of time you are required to complete this form should be sent to the Chief Information Officer, Patent and Trademark Office, Washington, DC 
20231 . DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Washington, DC 20231 . 
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In re Application of 
Mats Leijon, en al 
Application. No. 09/147,325 
Filed: February 17, 199S 
Attorney Docket No. 93 47-0001- 
cX 



RESPONSE TO PETITION UNDER 
37 CFR 1.132 SEEKING SPECIAL 
TREATMENT RELATING TO AN 
ELECTRONIC SEARCH TOOL, AND 
DECISION ON PETITION UNDER 
3 7 CFR 1.1S3 SEEKING WAIVER 
OF REQUIREMENTS UNDER 27 CFR 
I. 96 



be treated 



This is a response to a September 29, 

1.132, recuesting relief from the current: recuiraments for 
Information Disclosure Statements under 37 CFR 1.95 in view o 
the need to file multiple applications relating to c"~ 
ascects of a particular invention. The petition wil 
as two separate petitions: a first petition under 37 CFR 1.132, 
relating to submission of an electronic search tool and the need 
to orctect proprietary information therein, and a second petition 
under 37 CFR 1.123, recuestmcr relief from the § 1.93 orovision 
which recuires filing caper copies of references being cited in 
aach of manv related aooiicaticns . 



A Decision on the petition uncer j/ CF?> '. 
search tcol will be issued in due course 
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Background, 



The instant national stage application filed under 3 5 u.S.C. 371 
currenciv contains claims 77-153 wirh three independent claims. 
The instant apclicacion is one of about 200 U.S. applications 
(either filed cr to be filed) with each U.S. application having 
as -.any as 40 corresponding foreign applications (either filed or 
to be filed) , the applications relating to different aspects of 
An Information Disclosure Citation List has been 
lists 259 U.S. patents, 359 foreign patent 
43 other references for a total of 671 citations. 
Additional!'/, a list of related cases has been supplied 

l~c 31 U.S. apt locations and 52 PC? applicaticr.s . Paper 
•-•ave not been suoclied in the related applications of any 
citations or the identified related cases. 



the invention. 
subp.it ted that 
documents, and 



cental 
copies 
of the 



27 CFR 1.56(b) (1! requires disclosure tc the Office cf 
information, that "establishes, by itself or in combination ^with 
other information, a prima facie case of unpatentability cf a 
claim. . . ." Such disclosure can be made by an Information 
Disclosure Statement (IDS) in the manner prescribed by 37 CFR 
1.97 and 1.98. 37 CFR 1.55(a). 
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tne question, 
an individual 



he subject applications, the Ornae vt_i ■ 
It is Office oraccica not to attempt to 
"ensures" compliance with the rule in a 
f^ee . e.g ., M?EP 2004. Because 



itemizations on this issue require an evalua- 



te intent 



cues ; 
cues- 



ie party involved, the Oriics ceclma 
. ; r '~ c P o v?£? 20 10 . 
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materiality as se: forth in the rule 1 . Information identified by 
D.S. or foreign examiners in any of the related r J.S. and foreign 
applications would be cited in each of the. related U.S.^ 
applications .* In addition, Petitioner seeks to submit "other 
information in each of the related U.S. applications, such as ail 
the co-pending U.S. applications that relate to the invention 
determining possible double patenting rejections) , 
search reoorts. Petition, page 4. 



[useful for 



Rather than be required tc subrr.it, via a paper copy, each piece 
of information in each application each time the information is 
obtained, Petitioner seeks to have: 

(1) (a) one application (the instant application) identified 
as a "holding" application which would contain a complete 
set of oaper cooies of references; the paper copies tc be 
submitted in only the "holding" application; 

(b) the other related pending U.S. applications, hereafter 
referred to as the bulk filing applications, will not 
contain the paper set of reference copies but will contain 
other information, e.g., a copy cf the decision on petition 3 
cermitting such procedure and a copy of the Form 1449 (or 
ecuivalent) ; * and 



(2) an "electronic search tool"- containing 
cf information. 
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The information su?pnea via tne paps- r~n- =s 
monthly, rather than as received from 
and cancellation of this arrangement woui 



reicn - examiners 



Reference to >3?S? 2001-05, Petition, page 2 
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act. 
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o S | Petition under 37 C;R 1.13 2, i: 



Aoolicaticn No 



7147,225 
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Petitioner and :.ie 0 — c- u - fu= - her de-ail in regard to 

scecific conditions, are d sensed ... 
the § 1.18 2 petition, celou. 

s n v -acuestsd relief in two areas: (1) 

Petitioner nas esser.-_.-a -/ - . ^ L c search tec-, to oe 

treatment of information, — aoolicatior., as in 

submitted independent or ar. a ^ --- - for ^ bulk filing 
compliance with ^3 sub^s^cr ^ ^ paper CC p,es or 

acoiicaticns, anc ' 2) ^X^ s5 l ov . in only one of the oul.< 
each reference m an 2^ s j hold , rc aoolicaticn) -as well as 

-Una aoolications (tne ^^.^Z^^ ks is normally required 
tic additional sets or cop.es (IDS citation) is to 

^ each acoiicaticn tor wh - c ^ n o -~ ro -, iof a -. e ir: decendent of each 
ie considered. These are o, ^^ Accordingly, the 

other and drawn toward J^^T^ Virions, and the present 
petition has been treated __s , reaues , ed re iief separately, 

decision addresses tne ^^-^^ ^ ar£ _ s vould be or 
While it is undeniao.e ^ ^ t^ c of reiia f in one area coes 
benefit to Petitioner, the g~ -a ^ ^ c ^ er . 

r.ot, in fact, require e an -- ^ consid er the requested 

Moreover, in view or ™? cv ?c search tool, deciding tne 

cSrof ^"original petition/ 
^^^^.-^^ 

t*. issues involving the elect ^J^^^S^ copies 

l" ~ these reiatmg -0 •-- ; _ r . aod£ d to fu-ly 

e:<i - en£ --C„-v -:-c abdication anc -.ore 

•_n eacn au-.< ^r-c^'-aiv, me pe- — — — . 

consider anc accress ^.^r this'tlr* and is not treated m 
§ L1S2 shall not oe cec--- ^ petition although it vi_i 

-.he instant decision on — ; dec ^ sicn rendered in cue 

continue to be considered, w_-.i 

course . 



. . „ 0 _.-.^ ro - believes the issues 
<s recognizee .-e- -j- ^'J'^ -deser.der.t or one 

-~ ~- uu a , E ---:on may -OL ^e _e — - „ a rr. 

Presentee =y ;;; e ^- oer ^ issue anc the e:ec 

enotner . cohere sc-u — 

-ocl issue r e?re_.<_..-^ 2- C r ?> 1.56, Petition, :r.- a - 

disclosure issues u 
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. -etitior. f 7ndar 37 CFR 1.1^2 - ?a;qr Copies 



The submitted petition fee cf $120 will be treated a3 the ■§ 1.1S3 
oetitic.n fee. 



27 CFR 1.93 requires that any information disclosure statement 
provide a copy cf ail patents, publications cr ether information 
submitted ur.der 37 CFR 1.97 for consideration by the Office. 37 
CFR 1.97 notes that information disclosure statements are 
considered in recard to the application in which they are filed. 
See also MPE? €09, cage 600-102, right-hand column, and page 600- 
103, left-hand column. 
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g : Petitioner notes that the instant application is 



one of 200 bulk filing applications that will be cr have been 
filed in regard to a particular technology. Accordingly, 
Petitioner requests that individu al caoe>- conies cf each 
reference, brought to the attention of the Office in regard to 
anv one individual application, not be required to be submitted 
in each such application. Rather, it is requested that three 
comolete sets cf paper copies be permitted to be filed: one set 
for the instant acpiication which will be designated as a holding 
application; one set to be used to establish new subclasses for 
the technology; and one set to be used as a reference set should 
either or both of the other two sets become corrupted (Petition, 
pages 6 and 7 } . ' 

Once past the initial IDS submission, it is proposed that 
aoolicant would uocate the IDS submissions once a month, rather 
than ever - / time a new reference is found, although the .time 
frames recurred by § 1.97 would have to be complied with, ..which . 
mav mean that submissions may occur mere frequently than once a 
month . 



"OJm. 



zbmission cf the three sets cf paper 



copies in the instant "holding" application, the petition 



oroooses 



;ach cr the oui.-c 



nc acoiicatior.s would receive 



a Form 1449 iistinc the rererenca citations (Petition, pace 7) 



and the Torn 1449 'in each of the cuix nunc a 



;tions) would 



be updated, pursuant ' 
time the three sets of oacer copies 



the time reauirsments of § 1.9', eacn 

:e undated. The oetition is 



'It wcurc ores' 
determir.e how best 
accessed . 



~ — 3 ohe ~ ~ ~ e *~ a r 



to 



Lz3 ic to be 
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silent as to whether ether types cf information that may be 
submitted in the holding application. IDS, e.g., concise 
explanations cf foreign, language documents ur.de r § 1.98(a)(3), 



would also be succeed m all t 



:tnr.G applications 



Suspension, of action.: In 



•lew or tne use or tne :ns 



application as a holding application (to contain a complete set 
of paper ccoias of reference citations, which can be consulted by 
the examiner when examining any of the ether bulx filing 
applications that have a Form 14 49 but not the paper copies) , the 
oetiticn states that upon allowance of the instant holding 
application the right is reserved to file a petition to suspend 
action m the instant application so that the application can 
remain as the holding application (Petition, pace 7). 
Alternatively, upon agreement cf the Assignee and a Director of 
the Technology Center involved, an alternate application may be 
designated as the holding application. 

New subel asses : The oetirion envisions an affirmative duty on the 
Technolocv Center to establish new subclasses that will include 
each cf the references submitted during the course cf prosecution 
of the bulk filing applications. 5 In addition, the Office is to 
acree that xv [ e] xamtners will be repaired to search these newly 
created subclasses" (from submissions by the Assignee and later 
by others) 
Petition, page 



as car- 



> T 1 , C 



outine patent prosecution process 



to be a 



of a te 
2300 if 
beci: 



Lion: Petitioner seeks a right of termination, 3 which is 
mutual option. Termination is to be by written notice, 
ittornev cf record if the Office terminates and -the filing 
rmination recuest and bv contacting the Director ot TC 
applicant terminates. Conventional IDS procedures "would' 



three .months after notice cf 



; 7he new subclasses will later be supplemented by references 
supplied by others who may file applications re„atec to tne s^me 
technology. y 

'Althouch tarm.ination is discussed under a section reiatsc 
to licensmc of the electronic search tool and the petition 



cener=_iv (retition, page; 



cresumec tr.at 



— o- ^- 2 r C c -~ have the termination provision aco^Ly^ >-o tne 
waiver cf cacer cctias if that alone is grantee. • - 
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27 CFR 1.152 provides relief for extraordinary situations, when 
justice retires suspension of any requirement cf the regulations 
which is net a requirement of the statutes. The instant petition 
urces that not only would applicant be spared the necessity of 
submittinc duplicative paper copies cf references in 200 
abdications, " but also the Office would benefit from not having 
to" handle and store the duplicative sets of copies, 
may be seme negative effects from the Office's point 
terras of maxir.g the copies available to different examiner 
handlinc the various applications , 10 on balance, -here is seen to 
be sufficient benefit to justify waiver in this instance. 

Acco-dinciv, the oetition under 37 CFR 1.13 2 is grantee to the 
extent indicated "and under the terms and conditions as are set 
forth below. 11 



While there 
of view in 
ers 



lc Even thoucht the technology of the applications may be 
related, the soecific claims of the applications may require 
d 7-^o-=r- classifications of the applications and the quantity of 
applications"" vculci dictate the need for mere than one exaniner to 
cimelv examine the acpncatior.s . 

-The waiver being granted in this instance is net intended 
to sa" a ceneral precedent where there is -ere than one 

on containing related subject matter. The Office, 
intends to use the instant grant to study whether the 
tv for waiver can be extended to ether applicants in 
iroumstsrees, and whether a mere general program can be 



appiicac 
however , 
opportuni 
similar c 
announced 
which relevan 



;e cc 



examiner, e.g., § 



icered is tns exten^ to 
be necessarily require 
which wcuid nonetheless be useful to the 
1 . 56 (a) (1/ and (2) } , : 



nuce 



dimes of nonreievant or margma. 



suomittec ratner inen 
i-var.c information. 



suomissicr. o_ < 

examiners , 
open ended 
submit a coov o^ 



t whiie tne petition on 
ens that are made bv bo 
"include" is 



The Petition 



rerers to tne 
U.S. and foreign 
sec (Petition, page 2) which is 



'•s— v ~ ^r^^e^cs icsntitiec 



examiners m tne i. 



oc 



•DOj-IC 



ioations and by foreign examiners 



for each U.S. 



< n - s r^~y } =c -0 corresocnema zoreign acp_ications 
:^T i ^'=-Vl„ cace 3). It has net been statec whether 

Zl^ c ~r~iy~ reference citations currently cf record represent 

oriv'thcsTcicatier.s made by U.S. and foreign examiners -*>zr- 
whe l hsr - ; . £V include citations from ether sources, sucn as. a 
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The § 1.93(a) (2) requirement for (the submission of) a copy of 
each IDS citation in a bulk filing application will be waived in 
the bulk filing application provided that the following S 
conditions are complied with: 

1} Three paper copies of each IDS citation are or have 
been submitted to the Office; 

2) The (bulk filing) application for which waiver of 

§ 1.95(a) (2) is desired refers to the instant holding 
application, such as by a claim cf priority under 3 5 
U.S.C. 120, or as containing related technology ; 

3) The information is or has also been cited in the 
holding application; 

Note: Applicant is not required to cite in each bulk 
filing application every item cf information that is 
cited in the instant holding application. Items should 
be cited in each bulk filing application on the basis 
cf relevancy and materiality to the particular clai m s 
in the bulk filing application and what each piece of 
information teaches. 

A waiver is not granted (for the requirement to supply 
a paper copy of an IDS citation in another bulk filing 
aoplicaticn) where the citation is not, or has not 
been, mace in the instant holding application. 

4) A coov of this Decision is filed in the bulk -filing 
application; * 

5) Explanatory information related to a particular 
citation, such as the concise explanation of a foreign 
iancuage reference under § 1.95(a)(2), once submitted 
in the 'holding application must be supplied in each 
bulk fiiinc abdication, where the citation is made. 



o; _ne u::;c= accepts 

to terminate the waiver grant in regard to § 1.95(a) (z) 
without provision of reasons. In such event, a two 
month terioc will be given where paper ccpies wculc 
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conducted when, mandatory based on the classification of 
the claims, or when deeded advisable - or. a case by 
case basis . 

Part IV. Summary 

A Decision on the Petition under 27 CF"R 1.132, drawn coward 
submission ci the electronic search tool, will be acred upon in 
due course when ail outstanding issues are resolved. 

The petition under 27 CFR 1.133 agreeing to supply three copies 
cf each IDS citation in a holding application and requesting 
waiver of the paper copy requirement for submission in every, 
related application under § 1.96(a)(2) is granted, however, the 
following is not agreed to: 

the Grant cf a future petition under 27 CFR 1.103 for 
suspension from publication of the holding application 
should it be allowed, 

the required search of subclasses from one of the three 
sets of oaper copies and placement cf one of the other 
sers of paper copies therein, and 

anv termination provision more than two months (rather 
than the three months that the petition sets forth) 
from notice of termination. 

Part V. Further Correspondence 

Further corresoonder.ee with respect to this matter should be 
addressed to Hiram H. Bernstein, Senior Legal Advisor, Special 
Prcaram Law Office, as follows: 

By mail: Commiss icner of Patents and Trademarks 
Box DAC 

Washington, D.C. 20231 

3y FAX: (703) 203-5916 

Attn': Soectai Program Law Office 

By hand: Scecrai Program Law Ofrrce 

Crystal Plaza Four, Suite 3C23 
22C1 Sc\^z'r. Ciarx Place 
Arlrncc or., VA 22202 

Teleohone incuiries soecrfic to this matter sr.culd be drrectec to 

"03 i 305-9235 . 
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The instant application will be retained by this Office: for a 
periccl_^> TWO MONTHS to await any response to the instant 

Jrv, and for uhe purpose of continuing review of the .§ 1.182 
electronic search tool. 
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Attachment: List of Digests 13-33 




Digest 13 HIGH VOLTAGE CABLE (E.G., ABOVE 10KV, CORONA PREVENTION, ETC.) 

Digest 14 . Having a particular cable application (e.g., winding, etc.) 

Digest 15 - - In. a power generation system (e.g., prime-mover dynamo, generator system, etc) 

Digest 16 . . In a motive power system (eg., electric motor control system, etc) 

Digest 17 In an electric power conversion, regulation, or protection system 

Digest 18 . . In a power distribution network 

Digest 19 . . In a dynamo-electric machine 

Digest 20 ... Stator 

Digest 21 ... Rotor 

Digest 22 ... "Winding, per se 

Digest 23 . . In a circuit breaker, relay, or switch 

Digest 24 . . In an indnctive device (e.g., reactor, electromagnet, etc) 

Digest 25 ... Transformer 

Digest 26 . Having a plural-layer insulation system 

Digest 27 Including a semiconductive layer 

Digest 28 ... Plural semiconductxve layers 

Digesr 29 . Having a semiconductive layer 

Digest 30 . Having insulation with a particular dimension or geometry 

Digest 31 . Having a shield or metallic layer 

Digest 32 . Having means for cooling 

Digest 33 . Method of cable manufacture, assembly, repair, or splicing 
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